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1 . Applicant's election of Group I, claims 22-35 in the paper filed December 1 8, 
2008 is acknowledged. As no reasons for traversal are stated, the election is being 
treated as an election without traverse. 

2. Claim 33 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. In line 1 of this claim, "the hard electrode" lacks proper 
antecedent basis. 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 22, 30, 31 , 34 and 35 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Dzugan et al. (U.S. Patent 5,071 ,054) in view of Brown et al. (U.S. 
Patent 6,417,477). 

Dzugan discloses casting a gas turbine engine component and, with reference to Fig. 3 
of Dzugan, removing a casting defect 34 from the component to form a recessed portion 40, 
and filling this recessed portion with a filler metal. With regard to claim 30, defects in the filler 
are smoothed as by surface grinding; see Dzugan column 3, lines 65-66. With regard to claim 
35, the examiner's position is that this process forms a metal product in accord with the instant 
claim. 



Application/Control Number: 10/560,070 Page 3 

Art Unit: 1793 

Dzugan does not disclose filling the recess by the electric spark machine process as 
recited in the instant claims. Brown indicates that it was known in the art, at the time of the 
invention, to form a deposit on a gas turbine engine component by an electric spark machine 
process. The actual materials used by Dzugan and Brown may be the same; compare Table II 
of Dzugan and column 6, lines 31-35 of Brown. Brown column 10, lines 13-30 further indicates 
that a smoothing pass of the electrode may be performed to eliminate higher portions of the 
deposit, in accord with instant claim 31. 

Because both Dzugan and Brown are directed to processing substantially the same 
metallic materials for the same end use, it would have been an obvious expedient to one of 
ordinary skill in the art to employ the electrospark depositing process of Brown et al. to deposit 
the filler material in the recesses of Dzugan et ai. 

5. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dzugan 
et al. in view of Brown et al., as above, and further in view of Sawyer (U.S. Patent 
5,097,586). 

Dzugan and Brown do not specify removing a defect by electric spark machining as 
required by the instant claim. Sawyer indicates that it was known in the art, at the time of the 
invention, to employ electric discharge machining for the purpose of machining a desired portion 
of the surface of a superalloy article. Sawyer further indicates the advantages of such a 
process. Thus, it would have been considered obvious to one of skill in the art to remove the 
defect of Dzugan by the Sawyer method, when carrying out the combined process as disclosed 
by Dzugan et al. and Brown et al. 
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6. Claims 24-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dzugan et al. in view of Brown et al., and further in view of JP 2000-71 126 (reference 
"AS" on the IDS filed 3/7/2006). 

Neither Dzugan nor Brown, discussed supra, specifically recite melting a deposition 
simultaneous to depositing same, as required by the instant claims. JP '126 indicates the 
conventionality in the art of electric discharge deposition to melt and deposit the material at the 
same time. Dzugan and Brown further indicate that the step of depositing material may be 
repeated a number of times in accord with the last three lines of instant claim 24; see Dzugan 
column 4, line 16 or the paragraph overlapping columns 9-10 of Brown. Dzugan and Brown 
further disclose the post deposition heat treatments of instant claims 27 and 29. Thus, the 
combined disclosures of Dzugan et al., Brown et al., and JP '126 would have taught the claimed 
process to one of ordinary skill in the art. 

7. Claims 32 and 33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dzugan et al. in view of Brown et al., and further in view of SU 1098740. 

Dzugan and Brown do not specify the limitations of the deposition electrode as defined 
in the instant claims. SU 740 indicates that it was known in the art to produce electric spark 
deposition electrodes by pressing and sintering powders of the desired composition, such as a 
copper alloy composition. Thus, to employ electrodes as presently claimed in the processes 
taught by the combination of Dzugan et al. and Brown et al. is seen to be at best an obvious 
variant of those processes. 
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8. Claims 22-31 and 33-35 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 64-67 and 69-81 
of copending Application No. 10/560,353. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other because both the instant claims and the '353 claims are directed to a 
process of removing a defect from a cast material, preferably by electric spark 
discharge, and depositing a material in the removed portion by electric spark discharge. 
The deposited material may then be machined; see '353 claim 80. Claim 72 of the '353 
application indicates that an electrode as defined in instant claim 33 may be used. 
Claim 76 of the '353 application define products analogous to those of instant claim 35. 

While no claim of the '353 application is identical in scope to any of the instant 
claims, the two sets of claims are directed to substantially the same series of process 
steps, carried out in the same order and for the same purpose in both instances. Thus, 
no patentable distinction is seen between the invention as defined in the instant claims 
and that set forth in the claims of the '353 application. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

9. Claim 32 is provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 64-67 and 69-81 of copending 
Application No. 10/560,353 in view of SU 1098740. 



Application/Control Number: 10/560,070 Page 6 

Art Unit: 1793 

The '353 claims do not recite forming electrodes as defined in instant claim 32. 
SU '740 indicates a method as presently claimed to be conventional in the art of making 
deposition electrodes. Thus, no patentable distinction is seen between the invention as 
presently claimed and that of the '353 claims, as modified by the '740 disclosure. 

This is a provisional obviousness-type double patenting rejection. 



10. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1 1 . The remainder of the art cited on the attached PTO-892 and 1449 forms is of 
interest. This art is held to be no more relevant to the claimed invention than the art as 
applied in the rejections, supra. 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Wyszomierski whose telephone number is (571) 
272-1252. The examiner can normally be reached on Monday thru Friday from 8:00 
a.m. to 4:30 p.m. Eastern time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Roy 
King, can be reached on (571) 272-1244. All patent application related correspondence transmitted by 
facsimile must be directed to the central facsimile number , (571)-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



/George Wyszomierski/ 
Primary Examiner 
Art Unit 1793 



GPW 

March 3, 2009 



